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K oznameniu ¢. 356/2004 Z. z.

COMMON

REGULATIONS UNDER THE MADRID AGREEMENT
AND PROTOCOL, AS AMENDED WITH EFFECT

from April 1, 2004

Rule 6
Languages

(1) [International Application]

(a) An international application governed exclusively
by the Agreement shall be in French.

(b) An international application governed exclusively
by the Protocol or governed by both the Agreement
and the Protocol shall be in English, French or Spa-
nish according to what is prescribed by the Office of
origin, it being understood that the Office of origin
may allow applicants to choose between English,
French and Spanish.

(2) [Communications Other Than the International

Application]

(a) Any communication concerning an international
application governed exclusively by the Agreement
or the international registration resulting there-
from shall, subject to Rule 17(2)(v) and (3), be in
French, except that, where the international regis-
tration resulting from an international application
governed exclusively by the Agreement is or has
been the subject of a subsequent designation un-
der the Protocol, the provisions of subparagraph (b)
shall apply.

(b) Any communication concerning an international
application governed exclusively by the Protocol or
governed by both the Agreement and the Protocol,
or the international registration resulting theref-
rom, shall, subject to Rule 17(2)(v) and (3), be
(i) in English, French or Spanish where such com-

munication is addressed to the International
Bureau by the applicant or holder, or by an Offi-
ce;

(ii) in the language applicable under Rule 7(2) where
the communication consists of the declaration of
intention to use the mark annexed to the inter-
national application under Rule 9(5)(f) or to the
subsequent designation under Rule 24(3)(b)(i);

(iii) in the language of the international application
where the communication is a notification ad-
dressed by the International Bureau to an Office,
unless that Office has notified the International
Bureau that any such notifications are to be in
English, in French or in Spanish; where the noti-
fication addressed by the International Bureau
concerns the recording in the International Re-

gister of an international registration, the notifi-
cation shall indicate the language in which the
relevant international application was received
by the International Bureau;

(iv) in the language of the international application
where the communication is a notification ad-
dressed by the International Bureau to the
applicant or holder, unless that applicant or hol-
der has expressed the wish that all such notifica-
tions are to be in English, or in French or in Spa-
nish.

(3) [Recording and Publication]
(a) Where the international application is governed ex-

clusively by the Agreement, the recording in the In-
ternational Register and the publication in the Ga-
zette of the international registration resulting
therefrom and of any data to be both recorded and
published under these Regulations in respect of
that international registration shall be in French.

(b) Where the international application is governed ex-

clusively by the Protocol or is governed by both the
Agreement and the Protocol, the recording in the
International Register and the publication in the
Gazette of the international registration resulting
therefrom and of any data to be both recorded and
published under these Regulations in respect of
that international registration shall be in English,
French and Spanish. The recording and publica-
tion of the international registration shall indicate
the language in which the international application
was received by the International Bureau.

(c) Where a first subsequent designation is made un-

der the Protocol in respect of an international regis-
tration that has been published only in French, or
only in English and French, the International Bu-
reau shall, together with the publication in the Ga-
zette of that subsequent designation, either pub-
lish the international registration in English and
Spanish and republish the international registra-
tion in French, or publish the international regis-
tration in Spanish and republish it in English and
French, as the case may be. That subsequent desig-
nation shall be recorded in the International Regis-
ter in English, French and Spanish. Thereafter, the
recording in the International Register and the
publication in the Gazette of any data to be both re-
corded and published under these Regulations in
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respect of the international registration concerned
shall be in English, French and Spanish.

(4) [Translation]

(@) The translations needed for the notifications under
paragraph (2)(b)(iii) and (iv), and recordings and
publications under paragraph (3)(b) and (c), shall
be made by the International Bureau. The appli-
cant or the holder, as the case may be, may annex
to the international application, or to a request for
the recording of a subsequent designation or of
a change, a proposed translation of any text matter
contained in the international application or the re-
quest. If the proposed translation is not considered
by the International Bureau to be correct, it shall
be corrected by the International Bureau after ha-
ving invited the applicant or the holder to make,
within one month from the invitation, observations
on the proposed corrections.

Notwithstanding subparagraph (a), the Internatio-
nal Bureau shall not translate the mark. Where, in
accordance with Rule 9(4)(b)(iii) or Rule 24(3)(c),
the applicant or the holder gives a translation or
translations of the mark, the International Bureau
shall not check the correctness of any such transla-
tions.

(b

—

Rule 7
Notification of Certain Special Requirements

[...]

(2) [Intention to Use the Mark] Where a Contracting
Party requires, as a Contracting Party designated un-
der the Protocol, a declaration of intention to use the
mark, it shall notify that requirement to the Director
General. Where that Contracting Party requires the
declaration to be signed by the applicant himself and to
be made on a separate official form annexed to the in-
ternational application, the notification shall contain
a statement to that effect and shall specify the exact
wording of the required declaration. Where the Con-
tracting Party further requires the declaration to be in
English, French or Spanish, the notification shall spe-
cify the required language.

[...]

Rule 9

Requirements Concerning
the International Application

(4) [Contents of the International Application]
[...]

(b) The international application may also contain,

[...]

(iii) where the mark consists of or contains a word or
words that can be translated, a translation of
that word or those words into French if the inter-
national application is governed exclusively by
the Agreement, or into English, French and/or
Spanish if the international application is gover-
ned exclusively by the Protocol or is governed by
both the Agreement and the Protocol;

(5) [Additional Contents of an International Applica-
tion]

[...]

(g) Where an international application contains the
designation of a Contracting Organization, it may
also contain the following indications:

(i) where the applicant wishes to claim, under the
law of that Contracting Organization, the senio-
rity of one or more earlier marks registered in, or
for, a Member State of that Organization, a dec-
laration to that effect, stating the Member State
or Member States in or for which the earlier
mark is registered, the date from which the rele-
vant registration was effective, the number of the
relevant registration and the goods and services
for which the earlier mark is registered. Such in-
dications shall be on an official form to be anne-
xed to the international application;

(ii) where, under the law of that Contracting Organi-
zation, the applicant is required to indicate a se-
cond working language before the Office of that
Contracting Organization, in addition to the lan-
guage of the international application, an indi-
cation of that second language.

Rule 14

Registration of the Mark
in the International Register

(2) [Contents of the Registration] The international
registration shall contain

[...]

(vi) indications annexed to the international appli-
cation in accordance with Rule 9(5)(g)(i) concer-
ning the Member State or Member States in or
for which an earlier mark, for which seniority is
claimed, is registered, the date from which the
registration of that earlier mark was effective
and the number of the relevant registration.

Rule 21bis
Other Facts Concerning Seniority Claim

(1) [Final Refusal of Seniority Claim] Where a claim of
seniority has been recorded in the International Regis-
ter in respect of the designation of a Contracting Orga-
nization, the Office of that Organization shall notify the
International Bureau of any final decision refusing, in
whole or in part, the validity of such claim.

(2) [Seniority Claimed Subsequent to the Internatio-
nal Registration] Where the holder of an international
registration designating a Contracting Organization
has, under the law of such Contracting Organization,
claimed directly with the Office of that Organization the
seniority of one or more earlier marks registered in, or
for, a Member State of that Organization, and where
such claim has been accepted by the Office concerned,
that Office shall notify that fact to the International Bu-
reau. Such notification shall indicate:

(i) the number of the international registration con-
cerned, and
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(ii) the Member State or Member States in or for
which the earlier mark is registered, together
with the date from which the registration of that
earlier mark was effective and the number of the
relevant registration.

(3) [Other Decisions Affecting Seniority Claim] The
Office of a Contracting Organization shall notify the In-
ternational Bureau of any further final decision, inclu-
ding withdrawal and cancellation, affecting a claim to
seniority which has been recorded in the International
Register.

(4) [Recording in the International Register] The In-
ternational Bureau shall record in the International
Register the information notified under paragraphs (1)
to (3).

Rule 24

Designation Subsequent
to the International registration

(1) [Entitlement]

(@) A Contracting Party may be the subject of a desig-
nation made subsequent to the international regis-
tration (hereinafter referred to as "subsequent de-
signation“ where, at the time of that designation,
the holder fulfills the conditions, under Article 1(2)
and 2 of the Agreement or under Article 2 of the Pro-
tocol, to be the holder of an international registra-
tion.

(b) Where the Contracting Party of the holder is bound
by the Agreement, the holder may designate, under
the Agreement, any Contracting Party that is bound
by the Agreement.

(c) Where the Contracting Party of the holder is bound
by the Protocol, the holder may designate, under
the Protocol, any Contracting Party that is bound
by the Protocol, provided that the said Contracting
Parties are not both bound by the Agreement.

(2) [Presentation; Form and Signature]

(a) A subsequent designation shall be presented to the
International Bureau by the holder or by the Office
of the Contracting Party of the holder; however,

(i) where Rule 7(1), as in force before October 4,
2001, applies, it must be presented by the Office
of origin;

(ii) where any of the Contracting Parties are desig-
nated under the Agreement, the subsequent de-
signation must be presented by the Office of the
Contracting Party of the holder;

(iii) where paragraph (7) applies, the subsequent de-
signation resulting from conversion must be
presented by the Office of the Contracting Orga-
nization.

(b) The subsequent designation shall be presented on
the official form in one copy. Where it is presented
by the holder, it shall be signed by the holder. Whe-
re it is presented by an Office, it shall be signed by
that Office and, where the Office so requires, also
by the holder. Where it is presented by an Office
and that Office, without requiring that the holder
also sign it, allows that the holder also sign it, the
holder may do so.

(3) [Contents]

(a) Subject to paragraph (7)(b), the subsequent desig-
nation shall contain or indicate
(i) thenumber of the international registration con-

cerned,

(ii) the name and address of the holder,

(iii) the Contracting Party that is designated,

(iv) where the subsequent designation is for all the
goods and services listed in the international re-
gistration concerned, that fact, or, where the
subsequent designation is for only part of the
goods and services listed in the international re-
gistration concerned, those goods and services,

(v) the amount of the fees being paid and the me-
thod of payment, or instructions to debit the re-
quired amount of fees to an account opened with
the International Bureau, and the identification
of the party effecting the payment or giving the
instructions, and,

(vi) where the subsequent designation is presented
by an Office, the date on which it was received by
that Office.

(b) Where the subsequent designation concerns a Con-
tracting Party that has made a notification under
Rule 7(2), that subsequent designation shall also
contain a declaration of intention to use the mark
in the territory of that Contracting Party; the decla-
ration shall, as required by the said Contracting
Party,

(i) be signed by the holder himself and be made on
a separate official form annexed to the subsequent
designation, or

(ii) be included in the subsequent designation.

(c) The subsequent designation may also contain
(i) the indications and translation or translations,

as the case may be, referred to in Rule 9(4)(b),

(ii) a request that the subsequent designation take
effect after the recording of a change or a cancel-
lation in respect of the international registration
concerned or after the renewal of the internatio-
nal registration,

(iii) where the subsequent designation concerns
a Contracting Organization, the indications re-
ferred to in Rule 9(5)(g)(i), which shall be on a se-
parate official form to be annexed to the subse-
quent designation, and in Rule 9(5)(g)(ii).

(d) Where the international registration is based on
a basic application, a subsequent designation un-
der the Agreement shall be accompanied by a dec-
laration, signed by the Office of origin, certifying
that the said application has resulted in a registra-
tion and indicating the date and number of that re-
gistration, unless such a declaration has already
been received by the International Bureau.

(4) [Fees] The subsequent designation shall be sub-
ject to the payment of the fees specified or referred to in
item 5 of the Schedule of Fees.

(5) [Irregularities]
(a) If the subsequent designation does not comply with
the applicable requirements, and subject to pa-
ragraph (10), the International Bureau shall notify
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that fact to the holder and, if the subsequent desig-

nation was presented by an Office, that Office.
(b) If the irregularity is not remedied within three
months from the date of the notification of the irre-
gularity by the International Bureau, the subse-
quent designation shall be considered abandoned,
and the International Bureau shall notify accordin-
gly and at the same time the holder and, if the sub-
sequent designation was presented by an Office,
that Office, and refund any fees paid, after deduc-
tion of an amount corresponding to one-half of the
basic fee referred to in item 5.1 of the Schedule of
Fees, to the party having paid those fees.
Notwithstanding subparagraphs (a) and (b), where
the requirements of paragraph (1)(b) or (c) are not
complied with in respect of one or more of the desig-
nated Contracting Parties, the subsequent desig-
nation shall be deemed not to contain the designa-
tion of those Contracting Parties, and any
complementary or individual fees already paid in
respect of those Contracting Parties shall be reim-
bursed. Where the requirements of paragraph (1)(b)
or (c) are complied with in respect of none of the de-
signated Contracting Parties, subparagraph (b)
shall apply.

~

(c

(6) [Date of Subsequent Designation]

(a) A subsequent designation presented by the holder
direct to the International Bureau shall, subject to
subparagraph (c)(i), bear the date of its receipt by
the International Bureau.

(b) A subsequent designation presented to the Inter-
national Bureau by an Office shall, subject to sub-
paragraph (c)(i), (d) and (e), bear the date on which
itwas received by that Office, provided that the said
designation has been received by the International
Bureau within a period of two months from that
date. If the subsequent designation has not been
received by the International Bureau within that
period, it shall, subject to subparagraph (c)(i), (d)
and (e), bear the date of its receipt by the Internatio-
nal Bureau.

(c) Where the subsequent designation does not comply
with the applicable requirements and the irregula-
rity is remedied within three months from the date
of the notification referred to in paragraph (5)(a),
(i) the subsequent designation shall, where the ir-

regularity concerns any of the requirements re-
ferred to in paragraph (3)(a)(i), (iii) and (iv) and
(b)), bear the date on which that designation is
put in order, unless the said designation was
presented to the International Bureau by an Of-
fice and the irregularity is remedied within the
period of two months referred to in subpara-
graph (b); in the latter case, the subsequent de-
signation shall bear the date on which it was re-
ceived by the said Office;

(ii) the date applicable under subparagraph (a)
or (b), as the case may be, shall not be affected by
an irregularity concerning requirements other
than those which are referred to in para-
graph (3)(a)(), (iii) and (iv) and (b)(@).

(d) Notwithstanding subparagraphs (a), (b) and (c),
where the subsequent designation contains a re-
quest made in accordance with paragraph (3)(c)(ii),
it may bear a date which is later than that resulting
from subparagraph (a), (b) or (c).

(e) Where a subsequent designation results from con-
version in accordance with paragraph (7), that sub-
sequent designation shall bear the date on which
the designation of the Contracting Organization
was recorded in the International Register.

(7) [Subsequent Designation Resulting From Con-
version]

(a) Where the designation of a Contracting Organiza-
tion has been recorded in the International Register
and to the extent that such designation has been
withdrawn, refused or has ceased to have effect un-
der the law of that Organization, the holder of the
international registration concerned may request
the conversion of the designation of the said Con-
tracting Organization into the designation of any
Member State of that Organization which is party to
the Agreement and/or the Protocol.

(b) A request for conversion under subparagraph (a)
shall indicate the elements referred to in paragraph
(3)(@)() to (iii) and (v), together with:

(i) the Contracting Organization whose designation
is to be converted, and

(ii) where the subsequent designation of a Contrac-
ting State resulting from conversion is for all the
goods and services listed in respect of the desig-
nation of the Contracting Organization, that
fact, or, where the designation of that Contrac-
ting State is for only part of the goods and servi-
ces listed in the designation of that Contracting
Organization, those goods and services.

(8) [Recording and Notification] Where the Interna-
tional Bureau finds that the subsequent designation
conforms to the applicable requirements, it shall re-
cord it in the International Register and shall notify ac-
cordingly the Office of the Contracting Party that has
been designated in the subsequent designation and at
the same time inform the holder and, if the subsequent
designation was presented by an Office, that Office.

(9) [Refusal] Rules 16 to 18 shall apply mutatis mu-
tandis.

(10) [Subsequent Designation Not Considered as
Such] If the requirements of paragraph (2)(a) are not
complied with, the subsequent designation shall not be
considered as such and the International Bureau shall
inform the sender accordingly.

Rule 32
Gazette

(1) [Information Concerning International Registra-
tions]
(a) The International Bureau shall publish in the Ga-
zette relevant data concerning

[...]
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(v) subsequent designations recorded under

Rule 24(8);
[..]

(xi) information recorded under Rules 20, 20bis, 21,
21bis, 22(2)(a), 23, 27(3) and (4) and 40(3);

Rule 36
Exemption From Fees

Recording of the following shall be exempt from fees:

[...]

(viii) any refusal under Rule 17, Rule 24(9) or
Rule 28(3), any statement under Rule 17(5) or (6)
or any declaration under Rule 20bis(5) or
Rule 27(4) or (5),

Rule 40
Entry into Force; Transitional Provisions

[...]

(4) [Transitional Provisions Concerning Languages]
Rule 6 as in force before April 1, 2004 shall continue to
apply to any international application which was recei-
ved, or in accordance with Rule 11(1)(a) or (c) is deemed
to have been received, by the Office of origin before that
date, to any international registration resulting there-
from and to any communication relating thereto. Rule
6 as in force before April 1, 2004 shall cease to apply
where a subsequent designation under the Protocol is
filed directly with the International Bureau or is filed
with the Office of the Contracting Party of the holder on
or after that date, provided that the subsequent desig-
nation is recorded in the International Register.



